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CENTRAL FAX CENTER 



Attorney Docket No.: D2553 



JUL 1 1 2006 



PATENT 



IN 



THE UNITED STATES PATENT & TRADEMARK OFFICE 



Inventor: Kevin T. Chang et al. 

U.S. Serial No.: 09/927,841 
Filed: August 10, 2001 



Confirmation No.: 7061 
Customer No.: 000043471 
Art Unit: 2614 
Examiner: Wai Yip Lam 



Title: BTtRF MODULE WITH FILTERING 



PRE-APPEAL BRIEF 
REQUEST FOR REVIEW 



Mail Stop Amendment 
Commissioner for Patents 
P.O.Box 1450 
Alexandria, VA 22313-1450 



Sir, 



CERTIFICATE OF FACSIMILE 
1 hereby certify that this correspondence is being filed by 
facsimile to Assistant Commissioner for Patents at 571 273- 



8300 . , 

on jLmk 



by. 



Lawrence T. Cullen 



Please enter these arguments in response 



to the Final Office Action mailed on January 11 , 



2006 and conduct a pre-appeal brief conference. 



REMARKS 

I. Introduction 

Claims 1-6 have been canceled without prejudice or disclaimer in Applicant's response 
filed March 9, 2006, which is believed to have been entered. 1 
Claims 7-19 are pending in the above application. 
Claims 7-19 Stand rejected under 35 U-S.C. § 103. 
Claims 7 and 13 are independent claims. 



1 Applicant's have not received a response to 



Applicant's After Final Response submitted on March 9, 2006. 



PAGE 3OCV0 AT 7/11/2006 11:52:04 AM [Eastern Daylight Time] * SVR:USPTO-EFXRF-2/5 * DNIS:2738300 * CSID:2153231300 1 DURATION (mm-ss):01-54 



JUL-1 1-2006 11=51 



MOTOROLA CHS LAW DEPT 



2153231300 P. 04 

U.S. Serial No.: 09/927,841 



U Prior Art Rejections 

A. Cto5 7-8,10a«.13.17 S . m dr e j K ««lunde I 35U.S.C. §1 02Cb) aS be i n g 

unable over Williams (U.S. Pat. 5,8.5,794, in view of Martin (U.S. Pa, 5,020,129). 

prior an^produce.h.oiaim.dinv^onwhcrefh^i.somMeaching.sugg^on, or 
motion to do so found cite in .he references Reives or in the knowledge gently 

227 F.3rd 1 361, 56 U.S.P.Q.2d (BNA) 1065 (Fed. Cir. 2000); In r, DtmbictaK 175 F.3d 994, 
999 50US.P.Q.2D(BNA) 1614, 1617 (Fed. Cir. 1999); In re 7o„«, 958 F.2d 347, 21 
U.S.P.Q.2d 194. (Fed. Cir. 1992); and* 837 F.2d 1071, 5 US S«* 1596 (Fed. Cir. 

1988). See also MPEP 2143.01. 

Neither William* nor Martin, taken alone or in combination, disclose or suggest eaeh and 

every limitation of independent claims 7 ..13. WUliams does no, disclose to selecnvely provide 

andupstreampatba, as recited by claims 7 and 13, respecnvely. He Office aCion appears to 
agnize these deficiencies of Williams. Office action, pg. 3. Williams only uses dip!** filter 
370 (Fig. 3) to separate the upstream communication signal from the dovmstroam signal, i.e. 

^ « Ahe-Pio l col 5- 19-42. Martin also is not concerned with 
channels to a user. Martin, Abs., frig- i, coi- a- ^ 

filtering an upstream communication signal. 



2 
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^^ttllrtl* no. disclose filtering or switching an upsfream 
co^unication sign,., the Office action alleges that Tb. — 8 mechanism simply «^ 

^d^^b.^«^^^* 1ta^tal,ta,rf " ,fll,I ' 

Therefore, the switching mechamam of MarUn c, a., can be inserted into flic upstream path for 

c . n « re .ling .raff, in the upstream direction." Off.ce action, pg. 6. However, the pitching 

downstream communication. Martin is no. concerned with any upstream communions a, a.l. 
Accordingly, the combination of Martin with Williams, even if assumed to be proper, 

^io. does no. disclose all of the limitations of claims 7 and .3. Hence, me combination of 

Wiiliams and Martin does not reader claims 7 and 13, nor claim. 8 and 10, which depend on 

claim 7, and claims 12-17, which depend on claim 13 unpatentable. 

Furthermore, the Examiner is respectfully reminded that the motivation must com. from 
ft. references themselves. S ee,Mf>EP2143.01,firs,heading. Moreover, the fact ma, it is 
possibletodoamodificahonisnotmotivaaon. See, MPEP 2143.01, third heading. InsnorMhe 
novation forme combination is Ulusory. More parUcuiarly, while the implement of 
Williams occurs to a node which provides service to a plurality of households, the 
cementation of Martin is primarily intended .0 beperformed a, a single subscribe, .oction. 
There appears to be no suggestion in Martin to operate in a node. Indeed, the use of system of 
Martin in a nod. would improperly modify Martin away from its intended purpose by making 
the premium channels available to .11 users of the node, rather to individual users as intended by 
Martin. 

Accordingly, the combination of Williams and Martin, as applied against claims 7 and 13 
^ ,„ bebased on illusory motivation and is improper. Likewise, claims 8 and 10, which 
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depend on claim 7. and claims 12-17, which depend on claim 13 arc no, render* unpatentable 

by the combination. 

B. Claim,?, 12, 18 and 19 stand rejected under 35 U.S.C. § 103 asbeing 
unpatentable over Williams in view of Martin and in view of Jung (U.S. Pat 6,678,893). 

wteWfc ^lW.«»«l*«*-«h«-«»- 1 *•*"" ,,,,,, ' , • 

selectively provide unimpeded, partially . ** « ° ff ° f °* ble h *' 

upsl ream or downstream — »P«^» P 1 * 5 - 28 "» to4 by W " e " ,ded 7 " 4 I3 ' 

respectively. Neither Williams nor Martin disclose such as discussed above. Jung also does no. 

disclose sucb, and the Office action does no. appear to rely on Jung a, disclosing such. 

Moreover, Jung does no, cure ft. deficiencies in ft. combination of Williams and Martin. 

Accordingly, as neither Williams, Martin nor Jung lata, alone or in combination, 
disdose or suggest all of me elements of claims 7 or 13, claun .2 whichdepends on amended 
Cairn 7, and Cain* 18 and 19 which depend on amend* claim » are no. rendered unpatentable 
by the combination of Williams, Martin and Jung. 
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III. Conclusion 

HavingfUUyresponded to the Office action, the application is believed to be in condition 

f oral >owance. ^^^^^P^^^^^^^ 

examiner is invited contact the undersigned to resolve such issues. 

To the extent an extension of time is needed for consideration of this response, Applicant 
Hereby revest such extension and, the Commissioner is hereby authorized to charge deposit 
account number 5021 17 for any fees associated therewith. 

7 Jl)/(\L Respectfully submitted, 



Date:. 



By: 




Lawrence T. Cullen 
Reg. No.: 44,489 

Motorola Connected Home Solutions 
1 0 1 Tournament Drive 
Horsham, PA 19044 
(215) 323-1797 
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